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Background: LG v. Quanta

Patent Holder
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Fact Pattern #1 — Sale

Product is a patented Syringe

= Sold by patentee for use in Field A, not Field B
Buyer uses in Field B
Buyer resells and subsequent buyer uses in Field B

Sale
Patentee/Seller Buyer
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Fact Pattern #2 — License limited by field

- Patentee licenses Manufacturer to make/sell Syringe for
use in Field A, not Field B

= Patentee has patents on Syringe and use in each Field
= Manufacturer sells Syringe and Buyer uses in Field B

License Licensee/ Sale
Patentee . Manufacturer/ >
Seller

Buyer
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Fact Pattern #3 — License limited by patents

= Same facts as #2 above, except:
= Patentee grants license only under
= patent #1 covering Syringe
= patent #2 covering use of Syringe in Field A

= License excludes grant under patent #3 covering use in
Field B

License Licensee/ Sale
Patentee . Manufacturer/ » Buyer
Seller
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“Solutions”

= Include express conditions

= Trigger contractual remedies upon excess use

= Impose contractual remedies on downstream

= License for sale only to “authorized” buyers

= License only under patents necessary for field

= Prosecute patents accordingly (by field)

= License at highest value point in distribution chain
= Covenants not to sue?

=  Terminate CNS/license upon adverse judgment

= Parse statutory patent rights (e.g., make or use, not sale)
= Indemnification
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